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DETAILED ACTION 

Election/Restrictions 

1 . Newly submitted claims 67-75 directed to an invention that is independent or 
distinct from the invention originally claimed for the following reasons: The method 
claimed is similar to the non-elected method that is currently withdrawn (claims 42-50). 
In addition, the method of 67-75 would have been distinct because it represents a 
separate search and the method can be performed by two distinct products (the device 
of 54 or the device of 60). 

Since applicant has received an action on the merits for the originally presented 
invention, this invention has been constructively elected by original presentation for 
prosecution on the merits. Accordingly, claims 67-75 are withdrawn from consideration 
as being directed to a non-elected invention. See 37 CFR 1 .142(b) and MPEP § 
821.03. 

Response to Arguments 

2. Applicant's arguments with respect to all claims have been considered but are 
moot in view of the new ground(s) of rejection. 

Claim Objections 

3. Claim 22 is objected to because of the following informalities: the numbering of 
the claims on which claim 22 is dependent appears to be awkward. The examiner 
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suggests changing the claim to read, "Device as claimed in claims 1 , 7, 8, 9, 1 0, 1 8, 1 9, 
20, or 21 Appropriate correction is required. 



Claim Rejections - 35 USC § 1 12 

4. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

5. Claims 27, 55, and 65 are rejected under 35 U.S.C. 1 1 2, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

6. Regarding claim 55, the term "small" in claim 55 is a relative term which renders 
the claim indefinite. The term "small" is not defined by the claim, the specification does 
not provide a standard for ascertaining the requisite degree, and one of ordinary skill in 
the art would not be reasonably apprised of the scope of the invention. The dimensions 
of a "small mesh width" are unclear. 

7. Regarding claim 27 and 65, a broad range or limitation together with a narrow 
range or limitation that falls within the broad range or limitation (in the same claim) is 
considered indefinite, since the resulting claim does not clearly set forth the metes and 
bounds of the patent protection desired. See MPEP § 2173.05(c). Note the explanation 
given by the Board of Patent Appeals and Interferences in Ex parte Wu, 10 

USPQ2d 2031, 2033 (Bd. Pat. App. & Inter. 1989), as to where broad language is 
followed by "such as" and then narrow language. The Board stated that this can render 
a claim indefinite by raising a question or doubt as to whether the feature introduced by 
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such language is (a) merely exemplary of the remainder of the claim, and therefore not 
required, or (b) a required feature of the claims. Note also, for example, the decisions 
of Ex parte Steigewald, 131 USPQ 74 (Bd. App. 1961); Ex parte Hall, 83 USPQ 38 (Bd. 
App. 1948); and Ex parte Hasche, 86 USPQ 481 (Bd. App. 1949). In the present 
instance, claims 27 and 65 recite the broad recitation a maximum of1 kg, and the claim 
also recites a maximum of 300 g which is the narrower statement of the range/limitation. 

Claim Rejections - 35 USC § 102 

8. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

9. Claims 1,7-15, 18, 20-22, 24-26, 29, 30, 33, 34, 38, and 39 are rejected under 
35 U.S.C. 102(b) as being anticipated by Shafer (US 5,388,595). 

10. Regarding claims 1, 18, 52, Shafer discloses a tobacco reservoir (figure 10, 
element 16), an outside air feed (see figure 10, "Air In"), a tobacco smoke discharge 
(element 52), a filter connected to the smoke discharge (element 58) and a mouthpiece 
connected to the tobacco reservoir and smoke discharge. A fan (element 70) is capable 
of forcing smoke through the smoke discharge (i.e. forced gas flow). And the smoke 
discharge comprises a first discharge channel capable of discharging tobacco smoke in 
a stand by situation (i.e. side stream smoke; element 44) and a second discharge 
channel capable of discharging tobacco smoke exhaled (the channel which contains 
valve 82 and 90). Shafer discloses a fan within a channel (element 70), which is 
considered to be located where the first and second discharge channels are combined 
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to form a single smoke discharge channel and the fan is arranged in the combined 
smoke discharge channel (which is inherently also the first smoke discharge channel; 
see also instant claims 18 and 52). 

1 1 . Regarding claim 7, the fan of Shafer is driven by an electric drive (i.e. motor) 
and has an electric power source and batteries (col. 2, line 45-col. 3, 16). 

1 2. Regarding claim 8 and 9, Shafer discloses a the 4 port check valve (i.e. non- 
return valve that also contains solenoid valves in between the tobacco reservoir and 
smoke discharge (86), the tobacco reservoir and the mouthpiece (82) and the 
mouthpiece and the smoke discharge (88), all of which regulate the gas flows through 
the smoke discharge and the mouthpiece. 

13. Regarding claims 10, 11, 12, 14, and 15, the valve arrangement of Shafer allows 
any flow to be created depending on the orientation of the check valve and the 
activation of a corresponding solenoid. 

14. Regarding claim 13, the valves of Shafer have a closing membrane (i.e. valve) 
that is capable of allowing throughfeed in one direction and blocking throughfeed in 
another direction (col. 7, 9-32; col. 9, 16-62). 

1 5. Regarding claim 20, the tobacco reservoir contains a removable cover (fig. 1 , 
element 36) and a one way valve (38) with a number of openings provided in the 
housing provide an outside air feed. 

1 6. Regarding claim 21 , Shafer has a lighting system within the tobacco reservoir 
and air supplied via the valve (38) enables lighting of the tobacco. 
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1 7. Regarding claim 22, the pressure caused by the fan during operation of the 
system of Shafer is capable of being lower than the pressure caused by inhalation by 
the user because inhalation by the user is inherently variable and follows an curve of 
pressure swings between inhalation and exhalation. 

1 8. Regarding claim 24, Shafer discloses a cigarette holder (figure 1 0, element 42 
holder, and cigarette, element 20). 

1 9. Regarding claim 25, although Shafer does not expressly disclose rolling tobacco 
is used, Shafer disclose that either machine or hand rolled cigarettes can be used in the 
device (col. 8, 37-38). Hand rolled cigarettes inherently contain rolling tobacco. 

20. Regarding claim 26, although not expressly disclose by Shafer, the device is 
inherently capable of being held by the mouth of a person. 

21 . Regarding claim 29, Shafer discloses a integrated lighter which is held in a 
compartment (figure 10, element 24; element 16 (lighter compartment). 

22. Regarding claim 30, Shafer discloses a switch for turning on the fan (figure 1 , 
element 108). 

23. Regarding claim 33 and 34, Shafer discloses a mechanical filter unit (i.e. fibrous 
filter) and an charcoal (i.e. activated carbon) absorption filter unit (col. 6, 52-68). 

24. Regarding claim 38, the device of Shafer has two means for generating aromatic 
substances. The first is the lighted tobacco (which inherently produces aromatic 
substances) and the second is the flavor contributing filter segment (col. 6, 52-68). 
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25. Regarding claim 39, Shafer discloses that the filters are closed off from the 
environment (within the housing) and are accessible and replaceable (col. 6, 37-45), via 
a removable closing valve (i.e. a removable panel; figure 1 , element 104). 



Claim Rejections - 35 USC §103 

26. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

27. Claims 19, 27, 28, 40, and 41 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Shafer (US 5,388,595) as applied to claim 1 above. 

28. Regarding claim 19, the tobacco reservoir contains a removable cover (fig. 1 , 
element 36) and a one way valve (38) with a number of openings provided in the 
housing provide an outside air feed. Shafer does not disclose locating the air feed on 
the cover. However it would have been obvious to one of ordinary skill in the art at the 
time of invention to locate the air feed on the housing or the cover as both would 
provide the same function and would merely represent an aesthetic design choice. 

29. Regarding claim 27, Shafer does not disclose the weight of the device. However, 
one of ordinary skill would select lightweight materials for a device that is designed to be 
portable and held in the hands or mouth. For instance one of ordinary skill would make 
the device of light weight metals or plastics (weighting less than 1 kg) and not choose 
heavier materials such as lead or cast iron. In addition, Shafer discloses that the case 
made be made of plastic (col. 9, 3-15). 
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30. Regarding claim 28, Shafer does not disclose a compartment for additional 
tobacco, however, it is notoriously well known in the art to package additional tobacco 
with devices used for smoking them (i.e. pipes packaged with pipe tobacco in a 
compartment). 

31 . Regarding claim 40, Shafer illustrates one opening between the tobacco 
reservoir and the tobacco discharge, however, it would have been obvious to one of 
ordinary skill in the art at the time of invention to duplicate the openings because 
duplication would result in additional smoke transport, since it has been held that mere 
duplication of essential working parts of a device involves only routine skill in the art. St. 
Regis Paper Co. v. Bemis Co., 193 USPQ 8. 

32. Regarding claim 41 , Shafer illustrates a first and second housing part with the 
first, curved housing part containing the tobacco reservoir and air intake (figure 1 , 36 
and 38), and the discharge filter and displacing means are in a section part connected 
to the first. However, the location of these items is considered design choice and would 
not affect the function of operation of the device. 

33. Claims 31, 32, and 61-66 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Shafer (US 5,388,595) as applied to claim 30 above, in further view 
of Counts et al. (US 5,954,979). 

34. Regarding claim 31 , the smoking device of Shafer is manually operated and does 
not contain sensors or automatic switching circuitry. However, it is well known in the art 
to automate the functions of manual devices, including smoking appliances. For 
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example, Counts et al. disclose a electric smoking system that contains a flow sensor 
(an indirect smoke detector) that triggers the desired functions in the device. In teh 
case of Counts et al. the desired action is heating of the tobacco. It would have been 
obvious to one of ordinary skill in the art at the time of invention to use indirect smoke 
sensors to trigger desired functions of the smoking system. In the case of Shafer, it 
would have been obvious to one of ordinary skill to use the sensor of Counts et al. to 
respond to smoke traveling through the channels (i.e. either via puff or convection) to 
trigger various switches described by Shafer, such activating SW3, which activates the 
fan and one of the valves to empty the smoke discharge (col. 9, 37-49). The results of 
using sensors to activate switches would have been within the level of one of ordinary 
skill in the art and the results would have been predictable. 

35. Regarding claim 61, claim 61 incorporates elements addressed in the rejections 
of claim 1 above and claim 31 immediately above. 

36. Regarding claim 32, the smoking device of Shafer is manually operated and does 
not contain sensors or automatic switching circuitry. However, it is well known in the art 
to automate the functions of manual devices, including smoking appliances. For 
example, Counts et al. disclose that it is known to use temperature sensors to control 
that triggers the desired functions in the device (col. 2, 14-19). In the case of the prior 
art described by Counts et al., the temperature sensor controls heating of tobacco. In 
the case of Shafer, it would have been obvious to one of ordinary skill to use the sensor 
of Counts et al. to respond to heating of the tobacco to trigger various switches 
described by Shafer, such activating SW3, which activates the fan and one of the valves 
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to empty the smoke discharge (col. 9, 37-49). The results of using sensors to activate 
switches would have been within the level of one of ordinary skill in the art and the 
results would have been predictable. 

37. Regarding claim 62, claim 61 incorporates elements addressed in the rejections 
of claim 1 above and claim 32 immediately above. 

38. Regarding claim 63, 64, 65, and 66, see rejections of claims 22, 26, 27, and 41 , 
respectively, above. 

39. Claims 35, 37, 54, 59, and 60 rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Shafer (US 5,388,595) as applied to claims 33, 34, , in further view 
of Lidums (US 3,416,540). 

40. Regarding claims 35, 37, 54, and 59, Shafer discloses several different filter 
elements bud does not disclose an electrostatic filter element. However, electrostatic 
filter elements are well known in the art. For instance, Lidums discloses an electrostatic 
filter element for a cigarette that uses cathodes and anodes to ionize some of the 
smoke components for collection (col. 3, line 75— col. 4, line 42). It would have been 
obvious to one of ordinary skill in the art at the time of invention to use the electrostatic 
filtration system of Lidums in the smoking system of Shafer because Lidums teaches 
that the electrostatic precipitator can be used in conjunction with other filter materials 
such as fibers and activated carbon (mechanical and adsorbent filters), and that the 
electrostatic system can remove very small particles while the fibers and activated 
carbon remove larger particles and vapor phase constituents respectively. Therefor 
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using the electrostatic filter of Lidums would have been within the level of one of 
ordinary skill and would have achieved predictable results (lower particulates). 

41. Regarding claim 60, please see the rejection of claims 10, 11, 12, 14, and 15 
above. 

42. Claims 55-58 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Shafer (US 5,388,595) and Lidums (US 3,416,540) as applied to claim 54 above, in 
further view of Wallace (US 4,790,332). 

43. Shafer and Lidums do not specifically teach fabric with "small mesh width" or a 
HEPA filter. However, Wallace disclose a tobacco filter system that uses a HEPA filter 
to remove particulates from the tobacco smoke (col. 5, 5-18) and is shown extending 
transversely of the direction of the smoke displacement. It would have been obvious to 
one of ordinary skill in the art at the time of invention to use a HEPA filter, as disclosed 
in Wallace, in a similar appliance to filter cigarette smoke being released into the 
environment. In addition it would have been obvious to one of ordinary skill in the art at 
the time of invention that particles in cigarette smoke that are removed by a high 
performance filter, such as a HEPA filter, would only be removed by a filter with small 
passageways (i.e. small mesh width) that would filter out the small particles entrained in 
the smoke. 
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44. Claim 36 is rejected under 35 U.S.C. 103(a) as being unpatentable over Shafer 
(US 5,388,595) as applied to claims 33 or 34 above, in further view of Noguchi et al. 
(US 4,195,649). 

45. Shafer does not disclose an ozone filter unit, however, Noguchi et al. disclose an 
activated carbon fiber that adsorbs ozone that is useful in a cigarette filter. It would 
have been obvious to one of ordinary skill in the art at the time of invention to use the 
activated carbon fibers of Noguchi et al. in the filter system of Shafer to reduce the 
amount of ozone emitted to the environment because it is notoriously well know that 
ozone is harmful to human health. 

Allowable Subject Matter 

46. Claim 53 is objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the 
base claim and any intervening claims. 

47. The following is a statement of reasons for the indication of allowable subject 
matter: The closes prior art as cited in the rejections above does not disclose or 
suggest the second discharge channel being arranged on the side wall of the channel 
from the tobacco reservoir to the mouthpiece. 

Conclusion 

48. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
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§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MICHAEL J. FELTON whose telephone number is 
(571 )272-4805. The examiner can normally be reached on Monday to Friday, 7:30 AM 
to 4:30 PM EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Richard Crispino can be reached on 571-272-1226. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/MICHAEL J FELTON/ 
Examiner, Art Unit 1747 

/Richard Crispino/ 

Supervisory Patent Examiner, Art Unit 1747 



